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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 17 August 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) S Claim(s) 18-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 18-27 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) IZl Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) E] Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CD Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20051 103 



Application/Control Number: 09/903,670 
Art Unit: 2626 



Page 2 



DETAILED ACTION 

This communication is responsive to amendment filed on August 17, 2005. 
Applicant cancels claims 1-17 and adds new claims 18-27. 

Claim Rejections -35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 18-27 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

Claims 18-22 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Claims 18-27 is drawn to a method and apparatus that merely 
manipulates data or an abstract idea, or merely solves a mathematical problem without a 
limitation to a practical application in the technological arts. For instance, claims 18-19, 23-24 
claim a method or apparatus for saving information, summing them and produce an average 
value; claims 20-22, 25-27 claim a method or apparatus for performing first and second 
subtraction, summing the results and produce an average value. There is no practical application 
is the technological arts. 

In order for a claimed invention to accomplish a practical application, it must produce a 
"useful, concrete and tangible result" State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02 (see 
MPEP 2 106.IL A). A practical application can be achieved through recitation of "a physical 
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transformation outside the computer for which a practical application in the technological arts is 
either disclosed in the specification or would have been known to a skilled artisan", or "limited 
to a practical application within the technological arts" (MPEP 2106 IVB2(b)). Currently, 
claims 18-22 meet neither of these criteria. In order to for the claimed process to produce a 
"useful, concrete and tangible" result, recitation of one or more of the following elements is 
suggested: 

• The manipulation of data that represents a physical object or activity transformed 
from outside the computer (MPEP 2106 IVB2(b)(i)). 

• A recitation of a physical transformations outside the computer, for example in 
the form of pre or post computer processing activity (MPEP 2106 IVB2(b)(i)). 

• A direct recitation of a practical application in the technological arts (MPEP 2106 
IVB2(b)(u)). 

Claim Rejections - 35 USC§112 

2. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 19 and 24 are rejected under 35 U.S. C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. In claims 19 and 24, "the value of the saved information" is definite on 
whether it is the saved information of the first pixel from the first scan, or the replaced summed 
pixel information from the first and second scans. 
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4. Claim 18 recites the limitation "the first pixel from the second scan" in line 6. There is 
insufficient antecedent basis for this limitation in the claim. 

5. Claim 19 recites the limitations "the saved information" and "the value" in lines 1-2. 
There is insufficient antecedent basis for these limitations in the claim. 

6. Claims 21, 26 recite the limitations "the value" in line 1. There is insufficient antecedent 
basis for this limitation in the claims. 

Claim Rejections - 35 USC §103 
1. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 18-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nagoshi et 

al (US Patent No. 6, 164,745). 

Concerning claims 18 and 23, Nagoshi discloses an apparatus and method (Figs. 1A-4A, 

41) comprising means of or steps for scanning a test pattern a first time (first forward scan), 

saving information for a first pixel from the first scan; scanning the test pattern a second time 

(third forward scan), summing the information for the first pixel from the first scan with the first 

pixel from the second scan; replacing the saved information with the summed pixel information 

from the first, and second scans (sum of recorded pixels by forward scan), (col. 22, lines 1-61; 

col. 42, line 39 - col. 43, line 36). 
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It is noted that the claims state means or steps relating to "the first pixel" of the first and 
second scans and not "only the first pixel" of the first and second scans. Nagoshi teaches the 
sum of pixels of the first and second scans. That includes the sum of the first pixel of the first 
and second scans. 

Nagoshi does not specifically teach that the test pattern is a calibration chart. However, it 
was commonly known that the calibration chart is also a test pattern since it is for testing and 
calibrating an apparatus. It would have been obvious to one skilled in the art at the time the 
invention was made to modify the test pattern in Nagoshi to a calibration chart since it is also a 
test pattern in the test pattern printing mode of a recording or printing medium. 

Concerning claims 19 and 24, Nagoshi further teaches the producing of an average value 
(col. 44, lines 28-65). 

Concerning claims 20-23 and 25-27, Nagoshi et al discloses an apparatus and method as 
discussed in claims 18-19, 23-24 above. Nagoshi fails to teach in details the summing of the first 
and second subtraction results for an averaging process. However, it was known in the art that 
an averaging process could be performed by dividing a summing of a first and second 
subtraction results by the number of times of subtraction operations to get an average value. It 
would have been obvious to one skilled in the art at the time the invention was made to modify 
the averaging process in Nagoshi by subtracting a base value from a value for a first pixel from 
the first scan to get a first result, subtracting a base value from a value for a first pixel from the 
second scan to get a second result and then summing the results in order to produce an average 
value since, while the way of performing the average process is different, it can lead to the same 
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end result of producing an average value. In addition, Nagoshi also teaches the summation of the 
difference between the first and second scans (col. 44, lines 28-65). 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Madeleine AV Nguyen whose telephone number is 571 272- 
7466. The examiner can normally be reached on Monday, Tuesday, Thursday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on 571 272-7471. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Madeleine AV Nguyen 
Primary Examiner 
Art Unit 2626 



